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Intellectual Property Types

• Intangible Good (concept, idea) 

• Can be owned / Saleable

• 5 Main Types:

– Patents

– Trade Secrets

– Industrial Designs

– Copyright 

– Trade-marks



Intellectual Property - Examples

• Drip Free Spout (Patent, Design)

• Shoe (TM, Design, Patent)

• Tiles (Copyright, Design)

• Slogan e.g. “Driver’s Wanted”         

(Copyright, TM)

• Software (Patent, Copyright)



Types of Intellectual Property 

Protection

• Patents

• Trade Secrets

• Industrial Designs

• Copyright 

• Trade-marks



Trade Secrets

• Information of value

• Not generally known to the public

• Formula, pattern, device or collection of 

information

• Used in a business to gain advantage 

• Must be kept secret

• Common law



Trade secrets

• No application procedure

• Patents are for 20 years, trade secrets could 

be forever

• Example: 

– the formula for Coca Cola



Patents and Trade Secrets are 

Mutually Exclusive

• Patents require that the invention be 

disclosed in sufficient detail so that anyone 

can practice the invention once the patent 

expires

• Trade secrets require that the invention not 

be disclosed publicly. 

• Sale of Invention may prevent patent (USA)



What constitutes secrecy?

• Processes where method is not obvious 
from the end product

• Steps are taken to protect the secret

• Disclosures can be made under 
confidentiality agreements or circumstances 
of confidentiality

• Public when disclosed to someone under no 
obligation to confidentiality



Obligations of Recipients

• Must keep the secret

• Can use the information only for the 

purpose for which it was received

• Obligated by Employment, Professional 

Services, License Agreement, NDA

• Duty continues even after employment ends



Remedies for Breach of 

Confidence
• Enforceable through Courts

• Damages, Accounting of Profits, Injunction, 

Imposition of a Trust, Punitive Damages

• All to restore the owner to position before 

recipient’s wrongful conduct

• Cannot recover secret once disclosed



Types of Intellectual Property 

Protection

• Patents

• Trade Secrets

• Industrial Designs

• Copyright 

• Trade-marks



Industrial Designs

• Protects aesthetic appearance of an article

• Must be new 

– file prior to making public

– Grace period in Canada and USA

• Must be original 

– “Non-obvious”

• Drawings of the article, showing all six views - top, 
bottom, front, back, left side and right side are submitted



Industrial Designs

• Commercial Items vs. Artistic Works

– Copyright limited to 50 articles in Canada

• Term

– Canada - 10 years

– USA - 14 years



Reinventing the Light Bulb

US Design 366,706 US Design 366,705



Limits of Protection

• Protection is very limited - modifications in 
the appearance or shape that do not affect 
the function of an article will likely be 
sufficient to avoid infringement

• Scope related to the differences between 
invention and prior art

– E.g. Shape vs. Pattern in Furniture



Types of Intellectual Property 

Protection

• Patents

• Trade Secrets

• Industrial Designs

• Copyright 

• Trade-marks



Copyright Protection

• Protects the representation of the work but 

not the underlying idea

• Protects artistic works, such as paintings, 

drawings, computer programs and written 

works

• Less than 50 articles in Canada

• Term is life of the artist plus 50 years

• Federal Statute



How Obtained

• Automatic: Artist has inherent rights to 
work, meaning that the copyright does not 
have to be registered

• USA – registration still favored

• Should indicate claim - Label material with:  
© Year first created, Name of Owner



Copyright Registration

• Register by application to the Copyright 

Office

• Relatively quick

• More remedies for infringement



Computer Programs

• Code protected by copyright

• Concept or method protected by a patent



Limits of Protection

• Copyright does not protect concepts as does 
a patent but protects the work itself

• For infringement to have occurred, a 
substantial part of the work must have been 
copied

• Evidence of copying must be provided

• Independent Creation is not Infringement

• Subject Decision



Moral Rights

• Copyright Act

• Author has the right to:

– the integrity of the work

– the right to be associated with the work by 

name (or under a pseudonym, or to remain 

anonymous)

• Cannot be assigned but may be waived

• Term same as for the copyright



Copyright Enforcement

• Save and date working drafts

• Record date made public

• Register



Remedies for Copyright 

Infringement

• Damages

• Accounting of Profits

• Injunction

• All to restore the owner to position before 

the wrongful conduct



Types of Intellectual Property 

Protection

• Patents

• Trade Secrets

• Industrial Designs

• Copyright 

• Trade-marks



Trade-marks

• Can be a 

– word

– symbol

– logo

– phrase

• Distinguish wares or services from others’ 
on packaging, in advertising, etc.

• Example:  COKE



Trade-marks

• To avoid inadvertently obtaining products 

and services from the wrong supplier

• Does not protect product itself

• Typically limited to use with specific wares 

or services



Acquiring Trade-mark Rights

• Use

• Application to the Trade-marks Office

• Country by country – Same TM can be 

owned by different parties in different 

countries

• Renewable ad infinitum (only if still in use)



What is Use with Wares?

• Used in association with wares if

– at the time of the transfer of title or of the wares

– in the normal course of trade

– it is marked on the wares (or packaging)

• Must be somehow marked so as to give 

notice to the transferee of the association 

between the wares and the trade-mark



What is Use with Services?

• Used or displayed

– in the performance of the services

– in the advertising of the services



What is Registrable?
• Almost anything

• Some restrictions 

• Cannot be

– primarily a surname

– descriptive or deceptively misdescriptive of the 

wares or services (e.g. Labatt’s KOLD ONE)

– the name of the wares or services in any 

language

– confusing with a registered mark (e.g. SONI)



An example

• Labatts KOLD ONE for beer

• Trade-marks Office rejected

– descriptive or deceptively misdescriptive

• Federal Court

– not descriptive because can buy warm beer

– not misdescriptive because average person 

buying unchilled beer would not be deceived 

into believing it would be cold when opened



Remedies for Trade-mark 

Infringement

• Damages

• Accounting of Profits

• Injunction

• All to restore the owner to position before 

the wrongful conduct

• Action for infringement when non-

registered requires proof of “passing-off”



Types of Intellectual Property 

Protection

• Patents

• Trade Secrets

• Industrial Designs

• Copyright 

• Trade-marks



Patent system is based on 

compromise

Innovation Competition

20 Year

Monopoly

Invention 

made public



What is a Patent?

• A limited monopoly granted by the 

government to an inventor for preventing 

others from practicing the invention in 

exchange for the inventor making the 

invention public in sufficient detail so that 

one skilled in the art could reproduce the 

invention after expiration of the patent.

• Term – 20 years from filing date



IS IT PATENTABLE?

• Is it NEW?

• Is it USEFUL?

• Is it NONOBVIOUS? 



IS IT PATENTABLE?

• Is it NEW?

Invention must be novel and not have been 
previously disclosed in public or in prior 
patent application in same country

• Is it USEFUL?

• Is it NONOBVIOUS? 



What Constitutes Disclosure?

• Making the invention public occurs when 

you are no longer in control of who learns 

about the invention.

• Publication of the details of the invention.

• Showing the invention at a trade show or 

poster session.

• Discussions under a non-disclosure or 

confidentiality agreement are not disclosure.



• Most countries (except USA and Canada) 

require absolute novelty for patent 

protection, meaning that the invention 

cannot have been previously disclosed.

• Canada and USA allow a one year grace 

period following disclosure for filing for 

patent protection with some restrictions.

(Canada – only disclosure by inventor)



• PRIOR ART – the collection of all public 
information prior to the filing date of a 
patent application

• FILING DATE – date the application is 
received by the patent office in that country

• CLAIM DATE – earliest filing date of a 
related application from which an 
application claims some benefit



IS IT PATENTABLE?

• Is it NEW?

• Is it USEFUL?

Must perform a function.

• Is it NONOBVIOUS? 



Patentable Subject Matter

• Utility 

– Invention must work for intended purpose (e.g. 

Buoyancy Motors, Magnet Motors)

• Non-statutory subject matter 

– Rules vary by country



IS IT PATENTABLE?

• Is it NEW?

• Is it USEFUL?

• Is it NONOBVIOUS?

Is the invention “obvious” based on what 

has already been done or is there a degree of 

“inventiveness” or “cleverness” involved? 



OBVIOUSNESS

• As determined by one skilled in the art to 

which the invention pertains, having access 

to all that has been done previously in the 

field but having no creativity.

• Cannot relate to mechanical equivalent

• Must be surprising rather than expected 

solution to a problem



• Is a combination of two items greater than 

the sum of their parts?

– Combination therapies

• Is the invention capable of functions not 

previously considered?

– New use for a known drug



Determining Inventorship

• Anyone who contributed to the inventive process 

is an inventor.

• Inventors can be added or deleted from a patent 

application if necessary by filing affidavits.

• Simply suggesting that something should be done 

is not invention. 

• Contributions related to skill in the art not 

inventive



Determining ownership

• Where did the invention take place?

• Who was employing the inventors?

• In Canada, employer has rights to 

inventions developed during course of 

employment

• Wherever possible, these issues should be 

resolved early on.



Patent Application 

Process
and

Patent Infringement



Contents of a Patent Application

• Background

Description of what has been done previously.

• Detailed Description

• Claims



Background Section

• Not mandatory.

• Discuss what has been done before (prior 

art).

• Anticipate references the Patent Office is 

likely to cite and deal with them in advance.

• Simplify Examination



Contents of a Patent Application

• Background

• Detailed Description

Describes the invention in sufficient detail so that 

one skilled in the art can duplicate it

• Claims



Contents of the Detailed Description

• Best mode for carrying out the invention

• Functional equivalents

• Other potential uses for the invention.

• “Reasonable prediction”



Contents of the Detailed Description

• Experimental results

• Drawings/Photographs

• Preliminary data

• Proposed experiments or tests

• Speculation



Contents of a Patent Application

• Background

• Detailed Description

• Claims

Define the invention and the scope of 

protection of the patent



Patent Claims

• Define the necessary parts of the invention.

• Used for determining infringement.

• Must be supported by the Detailed 
Description.

• Claims can be added, cancelled or amended 
during examination of the application by the 
Patent Office based on Description (no new 
matter)



• Patents are generally applied for separately 

in each country

• International Paris Convention: reserves 

patent rights for one year among member 

countries subsequent to filing in a first 

country (170+ member countries)

• Examination separate in each country, and 

different scope of protection may occur

Where to file…



• PCT

– Single application designating 130+ countries

– International Search and Preliminary Written 

Opinion

– Application process only, never becomes an 

international Patent

• EPO

– Single application designating approximately 

30 member countries

– Examined through European Patent Office

– Validation fees per country



• In most countries a claim date is required before 

publication of the invention

• Once the time limit has passed, invention becomes 

part of the public domain

• Too late for others to patent also

• Patents cannot be re-applied for

When to file ...



When to file ...

• As early as possible after the innovation or 

discovery has been made

• In most countries (except USA), the “first to file” 

is the inventor

– Date of invention of little use outside of USA

• Requires that the idea be reduced to practice.



Reduction to Practice

• Does not mean that all the details have to be 

worked out, but that the key inventive 

features have been shown to work



Key question before proceeding:

• Where will we be in one year when it is 

time to complete the applications?

• Paris Convention requires further 

applications to be filed within one year of 

first application to claim the benefit of the 

earlier filing date of the first application



Provisional Application Filed

• Filing date

• Patent Pending status

• Material disclosed in the application is 

protected

• Recognized by Paris Convention

• Minimal filing requirements and 

government fees due



• Invention can be made public after 

provisional without loss of foreign patent 

rights

– Offer for sale (USA)

– Publishing a scientific paper

– Tradeshows, etc.

• Any material not described in the patent 

application is not protected



File 

Provisional

Application

0 12 

months

18 

months

PATENT TIME LINE

Public



Completing the Application

• Description can be revised and new material 

added

• Any new material will have a later filing 

date

• Decide which other countries to file in



0 12 

months

18 

months

Complete Application

Filed in Each Country

PATENT TIME LINE

Prov.

Appl.

Filed



Laid-Open Date

• Application is made public 

• Informs public of articles being patented

• Final Due Date for filing non-convention 

foreign patent applications even if inventor 

has not published invention



0

Application 

Laid Open

12 

months

18 

months

PATENT TIME LINE

Compl. 

Appls.

Prov.

Appl.

Filed



Prosecution of the Patent Application

• Examiner cites prior art against the 

application

• Claims are amended to overcome the prior 

art

• Application issues as patent

• Issued Patent does not guarantee an earlier 

patent is not infringed



0 12 

months

18 

months

Complete Application

Filed in Each Country

PATENT TIME LINE

Prov.

Appl.

Filed

Examination and 

Issue

Separately

In Each Country



PCT application process

• File within one year of first application

• Extends due date for filing internationally 
until 30 months from the first application 
filing date

• Delay cost and issuance of patents in each 
country



0 12 

months

18 

months

File PCT

Application

PATENT TIME LINE

File

Provisional

Application

File National Phase 

Application

In Each Country

30

months



Issued Patent

• Issued patent protects against manufacture, 
use, OR sale by others

• Including further elements than the claims 
does not avoid infringement

• Omitting an element from the claims avoids 
infringement



Remedies for Patent Infringement

• Damages

• Accounting of Profits

• Injunction

• Delivery up for destruction

• All to restore the owner to position before 

the wrongful conduct



Importance of Patent Claims

• Claims define the scope of the invention.

• Claims are used when determining 

infringement. 

• Claims define the minimum elements of the 

invention.



Types of Claims

• Method of use

• Method of manufacture

• Article itself

• Article in combination with other elements



Claim Structure

• Two types of claims:

• Independent

• 1. A method of treating depression comprising 

administering a serotonin reuptake inhibitor to an 

individual in need of such treatment.

• Dependent

• 2. The method of claim 1 wherein the serotonin 

reuptake inhibitor is fluoxetine hydrochloride.



• 1. A method of treating depression comprising 

administering a serotonin reuptake inhibitor to an 

individual in need of such treatment.

• Dependent claim reads as:

• 2. A method of treating depression comprising 

administering a serotonin reuptake inhibitor which 

is fluoxetine hydrochloride to an individual in 

need of such treatment.



Determining Infringement

• Determining infringement is simply a 

matter of carefully reading the independent 

claims and comparing them to the 

potentially infringing device or method.

• If a term is unclear, consult patent for the 

definition of the term.



TWO BLOOD GLUCOSE MONITORS



An apparatus comprising:

a stimulator adapted for applying an electrical or magnetic 

stimulus to a  tissue responsive to said stimulus;

a detector for detecting a response to said stimulus;

a correlator adapted for correlating said detected response to a 

quantitative measure of an analyte concentration; and

an indicator adapted for indicating said quantitative measure.



An apparatus comprising:

a stimulator adapted for applying an electrical or magnetic 

stimulus to a tissue responsive to said stimulus;

a detector for detecting a response to said stimulus;

a correlator adapted for correlating said detected response to a 

quantitative measure of an analyte concentration; and

an indicator adapted for indicating said quantitative measure.



An apparatus comprising:

a stimulator adapted for applying an electrical or magnetic 

stimulus to a finger;

a detector for detecting a response to said stimulus;

a correlator adapted for correlating said detected response to a 

quantitative measure of an analyte concentration; and

an indicator adapted for indicating said quantitative measure.



An apparatus comprising:

a stimulator adapted for applying an electrical or magnetic 

stimulus to a finger;

a detector for detecting a response to said stimulus;

a correlator adapted for correlating said detected response to a 

quantitative measure of an analyte concentration; and

an indicator adapted for indicating said quantitative measure.



• Example- Compound X is known and only 

in use for treating asthma.

• Claim reads:

– A method of treating a respiratory illness 

comprising administering to an individual in 

need of such treatment an effective amount of 

Compound X.

• Making or selling Compound X does not 

directly infringe this claim but does induce 

infringement.



Inducement to Infringe

• Selling compound X when it can only be 

used to treat asthma induces the purchaser 

to infringe the claim.

• A method of treating a respiratory illness 

comprising administering to an individual in 

need of such treatment an effective amount 

of Compound X.



• Compound X is known. 

• New use - treating emphyzema - is found.

• Does this new use infringe?



• A method of treating a respiratory illness

comprising administering to an individual in 

need of such treatment an effective amount 

of Compound X.

• Claim says “respiratory illness” which may 

include emphyzema.

• Have to read patent to see how “respiratory 

illness” is defined. Is “emphyzema” 

specifically excluded?



• A method of treating asthma comprising 

administering to an individual in need of 

such treatment an effective amount of 

Compound X.

• Claim says “asthma” which is not 

emphyzema.

• Selling Compound X for treating 

emphyzema is not infringement.

• Advertising that Compound X as also useful 

for asthma is still inducement to infringe.



• A method of treating asthma in an adult
human comprising administering to the 
adult in need of such treatment a 1 mM - 1 
M dosage of Compound X in tablet form.

• Can still commercialize the following:

– For children only

– Inhaler

– Concentrations outside the stated range

– Capsule form may still infringe



Doctrine of Equivalents

• Performs substantially the same function in 

substantially the same way to obtain the 

same result.

• Tablet vs Capsule

• Tablet vs Inhaler



• Determining infringement requires careful 

review of the claims using the patent as a 

guide for definitions.

• A patented invention can still infringe an 

earlier patent.

• Patent must be valid in order to be 

infringed.



Patent Searching

on the Internet



Search Types

• Patentability Search – is invention new in 

this country or any other country?

• Infringement Search – is there a patent you 

might infringe by commercializing the 

invention? 



Patentability Searches

-Search largest databases (e.g. USA, Europe, PCT)

-Search databases where invention is used 

(e.g. Curling equipment in Canada)

-Search databases in Country of Origin of 
Manufacturers of related products

-Full text of patent is relevant



Infringement Search

- Search in each country where you want to 

commercialize the invention

- Only the claim language is relevant to 

determining infringement



Patent Databases on the Internet

• CIPO: www.cipo.ic.gc.ca

• USPTO: www.uspto.gov

USPTO – PAIR:

http://portal.uspto.gov/external/portal/pair

Google Patents: www.google.com/patents

http://www.cipo.ic.gc.ca/
http://www.cipo.ic.gc.ca/
http://www.cipo.ic.gc.ca/
http://www.uspto.gov/
http://portal.uspto.gov/external/portal/pair
http://www.google.com/patents


Keyword Search











Advanced Search - text



Advanced Search - Inventor/Assignee



Advanced Search - Designs



Advanced Search - Infringement



Search References



Search Class



CIPO



CIPO – Search Results



CIPO – Administrative Status



USPTO – Issued vs. Application



USPTO - PAIR



Status of Patent



USPTO Image File Wrapper


